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Claims 1-13 are pending in this application which should be reviewed for errors. 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combined teaching of Lidor-Hadas et al, US 7,038,083, Gall et al., US 4,927,814, Blum 
et al., US 4,407,761 , Blum et al., De 2702631 , and Kruger et al., DE 2658961 , in view of 
Hancock et al, Journal of Pharmaceutical Sciences, Jan. 1997, Vol. 86, No. 1, pp. 1-12. 
Lidor-Hadas et al. disclose the production of, for example, risedronic acid or ibandronic 
acid, by reacting a carboxylic acid, phosphorous acid and a halophosphorous 
compound, for example phosphorus oxychloride in the presence of a diluent. Gall et al., 
adds to the above teaching by disclosing the alkali metal salts of their diphosphonic 
acids may be prepared by titration with, for example, aqueous sodium hydroxide (s. Col. 
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6, top). For a similar reaction, Blum et al., '761, disclose diluents may be used, but 
particulary in the case when using phosphorous acid and P0CI3, it is not necessary to 
use a diluent (s. Col. 3, top). Blum et al., '631 , and Kruger et al., '961 , add to the above 
teaching by disclosing similar reactions conducted without solvent. 

The instant invention differs from the teaching of the primary references in that 
applicants' molar ratios of reactants are not taught and in that amorphous ibandronic 
acid sodium and its preparation by lyophilization or spray-drying is not taught. Han With 
regard to molar ratios, it is obvious to optimize the reaction and reaction conditions of an 
old process through routine experimentation to produce a new process. In re Aller et 
al., 105 USPQ 233. It would have been prima facie obvious at the time the invention 
was made to one of ordinary skill in the art to start with the teaching of the cited 
references, to make processes and to expect to produce their compounds. 

No claim is allowed. 

Any inquiry concerning this communication should be directed to Peter G. 
O'Sullivan at telephone number (571)272-0642. 



/Peter G O'Sullivan/ 

Primary Examiner, Art Unit 1621 



